United States B\tent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United Suites Patent and Trademark Office 
AdOreeit: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D,C. 20231 

WWW.USptOgOT 


APPLICATION NO. | 

FILING DATE 

FIRST NAMED INVENTOR 

ATTORNEY DOCKET NO. 

CONFIRMATION NO. 

09/995,177 

11/27/2001 

Lone Jeppesen 

5700.220-US 

1699 


7590 01/21/2003 

Reza Green, Esq. 

Novo Nordisk of North America, Inc. 
405 Lexington Avenue, Suite 6400 
New York, NY 10174-6401 


examiner 

TRUONG, TAMTHOM NGO 


ART UNIT 


PAPER NUMBER 


1624 

DATE MAILED: 01/21/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 










Offic Action Summary 


Application No. 

09/995,177 

Examiner 


Applicant(s) 

JEPPESEN ETAL. 
Art Unit T 


_____ Tamthom N. Truong | 1624 

Period for Rep!^^ ° ATE ° f <WS communication a PP ears on the cover sheet with the correspondence address ~ 

^ H ° R ,y^ ED ,? T TATUT0RY period F0R REPLY ,S SET TO EXPIRE 2 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ' 

' a E r S S S) 1 - 136(a) - ""*■ ■ may a "*' y «» timely « 

' !f NO S w rep i y Spedfie r a ?T iS less ,han ,hirty (30) days ' a re P |y wi,hin tfle s,atutor v minimum of thirty (30) days will be considered timely 
i Failure to reply Zl communicadon. 

' Sr Sme^ 2T^^5- 3fter ^ mai,in9 «" ° f — ' «meX d D m l ay 5 red^e V? 

Status 

1 ® Responsive to communication(s) filed on 19 November 2002 

2a)D This action is FINAL. 2b® This action is non-final. 

3)D Since th 's application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 0 G 213 

Disposition of Claims ’ 

4® Claim(s) 1 2, 7 , 16, 18, 23, 24, 26-34, 36, 43, 44, an d 50-54 is/are pending in the application. 

4a) Of the above claim(s)_is/are withdrawn from consideration. 

5)Q Claim(s)_is/are allowed. 

6® Claim(s) 1.2, 7, 16, 18, 23, 24. 26-33. 36. 43, 44, and 50-54 is/are rejected. 

7® Claim(s) 34 is/are objected to. 

8) 0 Claim(s)-are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on-is/are: a)Q accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11 )□ The proposed drawing correction filed on_is: a® approved b® disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12® The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13® Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a® All b® Some * c® None of: 

1 Certified copies of the priority documents have been received. 

2® Certified copies of the priority documents have been received in Application No._ 

3® Co P'es of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). y 

* See the attached detailed Office action for a list of the certified copies not received. 

14® Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a ) ^ The trans| a*i°n of the foreign language provisional application has been received. 

15)1—I Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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DETAILED ACTION 

Applicant’s amendment of 11-19-02 has been considered. Although applicant’s 
argument has overcome the previous rejection of 112/l st paragraph (regarding the lack of 
enablement for the scope of Ar), the specification still does not provide sufficient enablement for 
the scope of the claims since the proviso has been deleted from claim 1. Also, another issue of 
112/2 nd has been noted. Thus, the following ground(s) of rejection are presented herein. 


Oath/Declaration 

This application presents a claim for subject matter not originally claimed or embraced in 
the statement of the invention. That is, the previously excluded subject matter is now embraced 
by claim 1 in the preliminary amendment. It is recognized that under 37 CFR 1.53(b), the 
preliminary amendment [filed at the same time with the application] is considered a part of the 

original disclosure. However, a new oath or declaration is needed to refer to both the application 
and the amendment. See MPEP §§ 608.04. 


Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 


The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled m the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of canrying out his invention. P Q 0y 
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1. Claims 1, 2, 7, 16, 18, 23, 24, 26-33, 36, 43, 44, and 50-54 are rejected under 35 
U.S.C. 112, first paragraph, as containing subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. Claim 1 has been amended to 
embrace the compounds of Formula (la) with A or B can represent phenyl. Said embodiment 
has been excluded in the specification (see the proviso on page 6). Thus the provided 
enablement [for preparation and use] is not directed to those compounds with A or B can be 
phenyl. Furthermore, none of the preferred embodiments and species made has A or B as a 
phenyl ring. Therefore, those compounds of formula (la) with A or B as a phenyl ring simply 
have no support in the instant disclosure. 


The following is a quotation of the second paragraph of 35 U.S.C. 112- 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 


2. Claims 43 and 51 are rejected under 35 U.S.C. 112. second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The following reasons apply: 

a. Claim 43 recites the phrase “in particular” which is considered as an “exemplary 
language”, and renders the claim indefinite because it is unclear whether the limitation(s) 
following the phrase are part of the claimed invention. See MPEP § 2173.05(d) 
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b. Claim 51 is an improper dependent claim because it depends on claim 37 which 
has been cancelled by the preliminary amendment. 

Claim Objections 

3. Claim 34 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. Said claim recites species that are not taught in any of the references of 
record. 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamthom N. Truong whose telephone number is 703-305-4485 
The examiner can normally be reached on M-F (9:00-5:30). 


If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Mukund Shah can be reached on 703-308-4716. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-4556 for regular 
communications and 703-308-4556 for After Final communications. 


Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1235. 


T. Truong 




RICHARD L. RAYU' 

primary da:.: 

ART f 1 o_4 


January 16, 2003 




